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DETAILED ACTION 

This action is responsive to communications: Amendment, filed on 3/21/07. 
This action is made Final. 

Claims 15-57 are pending in this application. Claims 15, 16, 25, 29, 30 and 39 are 
independent claims. In the amendment, claims 46-57 were added. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 
of this title, if the differences between the subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

Claims 15, 29, 39, 40, 43, 45, 46, 49 and 51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Deluca et al., International Publication No. WO 97/19429 in view of 
Mochizuki US Patent 6,044,248 further in view of Miller US Patent 6,421,707. 

As per claim 15, Deluca teaches a method for handling messages transmitted between 
communication terminals via a wireless network comprising: 

generating a compound message including a text part and at least one graphical icon part, 
(see page 5, lines 13-14; Examiner interprets the image generated by the text #07 to be an icon) 

the compound message generation including reading a user inputted text part (see page 5, 
lines 13-21; Examiner interprets "#07Tom?" to be a compound message) and 

converting the inputted text part into a predefined message text format, (see page 1 0, 
lines 15-22; Examiner interprets the house address and the telephone number to be predefined 
text messages because they are automatically generated based on upon user selection) 
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transmitting of the message via the wireless network (see page 3, lines 2-15; Examiner 
interprets radio communication network to be a wireless network). 

However, Deluca fails to teach adding graphical part to the message, the graphical part 
including a record for each of the at least one graphical icon part in a graphical format; 

and adding position information in the message defining a position of the at least one 
graphical icon part in the text part. 

Mochizuki teaches adding graphical part to the message, the graphical part including a 
record for each of the at least one graphical icon part in a graphical format; (column 4, lines 63- 
column 5,lines 8) 

and adding position information in the message defining a position of the at least one 
graphical icon part in the text part (column 5, lines 6-20) 

It would have been obvious to an artisan at the time of the invention to include 
Mochizuki 's teaching with method of Deluca in order to allow users to send customized 
formatted message. 

However, Both Deluca and Mochizuki both fail to teach graphical icon part is in a 
graphical format. 

Miller et al. teaches transmitting messages that include graphical image, (column 1, lines 

38-70) 

It would have been obvious to an artisan at the time of the invention to include Miller's 
teaching with method of Deluca and Mochizuki in order to allow users to transfer image files, 
(see Miller; column 1, lines 31-35) 
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As per claims 29 and 39, they are rejected with the same rationale as claim 1. (see 
rejection above) 

As per claim 40, which is dependent on claim 15, Deluca, Mochizuki, and Miller teach 
method of claim 15. Mochizuki further teaches wherein the position information further defines 
the position of the at least one graphical icon part relative to the text part such that at least a 
portion of the text is positioned prior to the at least one graphical icon part and at least another 
portion of the text part is positioned following the at least one graphical icon part, (see 
Mochizuki, figure. 9 (a-d), column 5, lines 6-20) 

As per claim 43, which is dependent on claim 29, it is of the same scope as claim 40. 

Supra. 

As per claim 45, which is dependent on claim 39, it is of the same scope as claim 40. 

Supra. 

As per claim 46, which is dependent on claim 15, Deluca, Mochizuki, and Miller teach 
method of claim 15. Miller further teaches at least one graphical icon part comprises at least one 
of an image or a picture, (see Miller; column 1, lines 31-35) 

As per claims 49 and 51, they are of the as same scope as claim 46. 

Claims 52, 55 and 57 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Deluca et al., International Publication No. WO 97/19429 in view of Mochizuki US Patent 
6,044,248 further in view of Miller US Patent 6,421,707 further in view of Sugio et al. US 
6,032,025. 

As per claim 52, which is dependent on claim 15, Deluca, Mochizuki, and Miller teaches 
method of claim 15. They fail to teach graphical part comprises an animation sequence. 
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Sugio teaches graphical part comprises an animation sequence, (see Sugio, column 42, 
lines 19-22) 

It would have been obvious to an artisan at the time of the invention to include Sugio 's 
teaching with method of Deluca, Mochizuki, and Miller in order to allow users to transfer 
animation sequences. 

As per claims 55 and 57, they are of the as same scope as claim 46. 

Claims 16, 19-25, 30, 33-38, 41, 42, 44, 47, 48, 50, 53, 54, and 56 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Sugio et al. US 6,032,025 in view of Mochizuki US 
6 5 044,248 further in view of Miller US Patent 6,421,707. 

As per claim 16, Sugio teaches a communication terminal for handling messages and 
comprising: 

a controller, 

a transceiver for communicating with a wireless communication network, and 

a user interface through which the user operates the terminal, the user interface including 

a display (see Sugio, column 2, lines 30-50), 

message editor application allowing the user to generate a compound message including a 

text part and at least one graphical icon part; (see Sugio, column 2, lines 30-42 and column 7, 

lines 29-60) and 

wherein the controller generates the compound message for being transmitted via the 
transceiver (see Sugio, column 2, lines 34-36) including 

a text part in a predefined message text character format (see Sugio, column 7, lines 41- 

42), 
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However, Sugio fails to teach information in the message defining a position of the at 
least one graphical icon part in the text part. 

Mochizuki teaches information in the message defining a position of the at least one 
graphical Icon part in the text part, (see Mochizuki, column 5, lines 6-20) 

It would have been obvious to one of ordinary skill in the art at the time of invention to 
incorporate the method of Mochizuki with the method of Sugio in order to allow more user 
control over used screen space. 

However, Both Deluca and Mochizuki both fail to teach a graphical part including a 
record for each of the at least one graphical icon part in a graphical format. 

Miller et al. teaches transmitting messages that include graphical image, (column 1, lines 

38-70) 

It would have been obvious to an artisan at the time of the invention to include Miller's 
teaching with method of Deluca and Mochizuki in order to allow users to transfer image files, 
(see Miller; column 1, lines 31-35) 

As per claim 19, Sugio, Mochizuki, and Miller teach a communication terminal 
according to claim 16. Sugio further teaches wherein the message editor application allows the 
user to copy a pre-stored graphical Icon from a memory associated with the controller and 
containing a plurality of clip art graphical icons, (see Sugio, column 6, lines 27-42 and column 7, 
lines 48-52) 
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As per claim 20, Sugio, Mochizuki, and Miller teach a communication terminal 
according to claim 16. Sugio further teaches the communication terminal comprising a message 
reader application for automatically converting a received compound message into a displayable 
format based on the text part and the at least one graphical icon pant, (see Sugio, column 9, lines 
7-22). 

As per claim 21, Sugio, Mochizuki, and Miller teach a communication terminal 
according to claim 19. Sugio further teaches the method wherein the message reader application 
includes means for allowing the user to store the at least one graphical part in the memory 
associated with the controller and containing a plurality of graphical icons, (see Sugio, column 6, 
lines 27-34) 

As per claim 22, Sugio, Mochizuki, and Miller teach a communication terminal 
according to claim 16. Sugio further teaches wherein the message editor application allows the 
user to manually generate a graphical icon on the display by selectively marking dots in an icon 
matrix, (see Sugio, column 17, lines 36-43) 

As per claim 23, Sugio, Mochizuki, and Miller teach a communication terminal 
according to claim 22. Sugio teaches wherein the message editor application allows the user to 
store a manually entered graphical icon In the memory associated with the controller and 
containing a plurality of graphical icons, (see Sugio, column 18, lines 29-35) 

As per claim 24, Sugio, Mochizuki, and Miller teach a communication terminal claim 16. 
Sugio further teaches wherein the message editor application allows the user to input a plurality 
of graphical parts In the graphical part of the message and information in the message to display 
the plurality of graphical parts as an animation sequence, (see Sugio, column 42, lines 19-22) 
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As per claim 25, it is rejected with the same rationale as claim 16. Supra 
As per claim 30, it is rejected with the same rationale as claim 16. Supra 
As per claim 33, which is dependant on claim 30, it is of the same scope as claim 19. 

Supra. 

As per claim 34, which is dependant on claim 30, it is of the same scope as claim 20. 

Supra. 

As per claim 35, which is dependent on claim 30, it is of the same scope as claim 21. 

Supra. 

As per claim 36, which is dependent on claim 30, it is of the same scope as claim 22. 

Supra. 

As per claim 37, which is dependent on claim 30, it is of the same scope as claim 23. 

Supra. 

As per claim 38, which is dependent on claim 30, it is of the same scope as claim 24. 

Supra 

As per claim 41, which is dependent on claim 16, Sugio, Mochizuki, and Miller teach a 
communication terminal claim 16. Mochizuki further teaches wherein the position information 
further defines the position of the at least one graphical icon part relative to the text part such that 
at least a portion of the text is position prior to the at least one graphical icon part and at least 
another portion of the text part is position following the at least one graphical icon part, (see 
Mochizuki, figure. 9 (a-d), column 5, lines 6-20) 

As per claim 42, which is dependent on claim 25, it is of the same scope as claim 41. 

Supra. 
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As per claim 44, which is dependent on claim 30, it is of the same scope as claim 41 . 

Supra. 

As per claim 47, which is dependent on claim 16, Sugio, Mochizuki, and Miller teach 
method of claim 16. Miller further teaches at least one graphical icon part comprises at least one 
of an image or a picture, (see Miller; column 1, lines 31-35) 

As per claims 48 and 50, they are of the same scope as claim 47. 

As per claim 53, which is dependent on claim 16, Sugio, Mochizuki, and Miller teach 
method of claim 16. Sugio further teaches at least one graphical icon part comprises an animatin 
sequence, (see Sugio, column 42, lines 19-22) 

As per claims 54 and 56, they are of the same scope as claim 53. 

Claims 17, 18, 26, 27, 28, 31, and 32 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sugio et al. US 6,032,025 in view of Mochizuki US 6,044,248 further in view 
of Miller US Patent 6,421,707 further in view of Medina US 6,047,828. 

As per claim 17, Sugio, Mochizuki, and Miller teach a communication terminal 
according to claim 16. However, Sugio, Mochizuki, and Miller do no teach wherein the message 
generated by the controller includes the position information. Medina teaches wherein a message 
includes a header part including position information of graphics, (see Medina, column 3, lines 
34-66) It would have been obvious to one of ordinary skill in the art at the time of the invention 
to incorporate the method of Sugio, Mochizuki, and Miller with the method Medina in order to 
allow image data and text data to be properly reconstructed into their proper special relationships 
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As per claim 18, Sugio, Mochizuki, Miller and Medina teach a communication terminal 
according to claim 17. Medina teaches wherein the header part of the message furthermore 
includes information about graphics size, (see Medina, column 3, lines 34-66) 

As per claim 26, Sugio, Mochizuki, Miller and Medina teach a communication terminal 
according to claim 17. Sugio teaches wherein the message editor application allows the user to 
copy a pre-stored graphical icon from a memory associated with the controller and containing a 
plurality of clip art graphical icons, (see Sugio, column 6, lines 27-42 and column 7, lines 48-52) 

As per claim 27, Sugio, Mochizuki, Miller and Medina teach a communication terminal 
according to claim 18. Sugio teaches wherein the message editor application allows the user to 
copy a pre-stored graphical icon from a memory associated with the controller and containing a 
plurality of clip art graphical icons, (see Sugio, column 6, lines 27-42 and column 7, lines 48- 
52) 

As per claim 28, which is dependent on claim 17, it is of the same scope as claim 18. 

Supra 

As per claim 31, which is dependent on claim 30, it is of the same scope as claim 17. 

Supra 

As per claim 32, which is dependent on claim 31, it is of the same scope as claim 18. 

Supra 
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Response to Argument 
Applicant's arguments filed on 3/21/07 have been fully considered but they are not 
persuasive. 

Applicant's argument focused on the following: 

1) There is no motivation to combine Miller's teaching with the method of Deluca and 
Mochizuki; and they fail to teach inserting the image with in the text of the message. 

2) There is no motivation to combine Miller's teaching with the method of Sugio and 
Mochizuki. 

Examiner disagrees. 

1) In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is some 
teaching, suggestion, or motivation to do so found either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 
5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). Furthermore, Supreme Court has held that "often, it will be necessary. . . to look to 
interrelated teachings of multiple patents; the effect of demands known to the design community 
or present in the marketplace; and the background knowledge possessed by a person having 
ordinary skill in the art, all in order to determine whether there was an apparent reason to 
combine the known element in the fashion claimed by the patent at issue." KSR Int'l. Co., v. 
Teleflex, Inc. 
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In this case, there is a problem with Deluca's compound messaging system and that is its 
assumption that both the sender and receiver have the required graphical icon for the message 
that is being transmitted. Miller's teaching solves this problem because when the receiver does 
have the required graphical icon, the icon can be sent along with the message, (see Miller; 
column 1, lines 31-35) Therefore, it would have been obvious to one of the ordinary skill in art 
to combine these two references. 

Furthermore, Mocizuki teaches embedding the icon with the text, (column 4, lines 63- 
column 5, lines 8) 

2) In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is some 
teaching, suggestion, or motivation to do so found either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 
5 USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). Furthermore, Supreme Court has held that "often, it will be necessary. . . to look to 
interrelated teachings of multiple patents; the effect of demands known to the design community 
or present in the marketplace; and the background knowledge possessed by a person having 
ordinary skill in the art, all in order to determine whether there was an apparent reason to 
combine the known element in the fashion claimed by the patent at issue." KSR Int'l. Co., v. 
Teleflex, Inc. 

In this case, there is a problem with Sugio's compound messaging system and that is its 
assumption that both the sender and receiver have the required graphical icon for the message 
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that is being transmitted. Miller's teaching solves this problem because when the receiver does 
have the required graphical icon, the icon can be sent along with the message, (see Miller; 
column 1, lines 31-35) Therefore, it would have been obvious to one of the ordinary skill in art to 
combine these two references. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Contact Information 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peng Ke whose telephone number is (571) 272-4062. The 
examiner can normally be reached on M-Th and Alternate Fridays 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kristine L. Kincaid can be reached on (571) 272-4063. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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